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I. INTRODUCTION 

A. Background 

Arthrex, Inc. (“Arthrex” or “Petitioner”) filed a corrected petition 

(Paper 6, “Pet.” or “Petition”) to institute an inter partes review of claims 

64, 65, 67, 69, 70, 72–76, 80, 82, and 83 (the “challenged claims”) of U.S. 

Patent No. 5,921,986 (Exhibit 1001, the “’986 patent”).  35 U.S.C. § 311.  

Bonutti Skeletal Innovations, LLC (“Bonutti” or “Patent Owner”) timely 

filed a Preliminary Response.  Paper 9 (“Prelim. Resp.”).  The standard for 

instituting an inter partes review is set forth in 35 U.S.C. § 314(a), which 

provides as follows: 

(a) THRESHOLD.—The Director may not authorize an inter 

partes review to be instituted unless the Director determines 

that the information presented in the petition filed under section 

311 and any response filed under section 313 shows that there 

is a reasonable likelihood that the petitioner would prevail with 

respect to at least 1 of the claims challenged in the petition. 

35 U.S.C. § 314(a). 

Generally, Bonutti contends that the Petition should be denied for all 

challenged claims.  Based on our review of the record, we conclude that 

Arthrex is reasonably likely to prevail in demonstrating that all challenged 

claims are not patentable. 

Arthrex contends that the challenged claims are not patentable under 

35 U.S.C. §§ 102 and/or 103 based on the following grounds (Pet. 14–60):   

References Basis Claims challenged 

French Patent 2 696 338 (“Perrin”) 

(Ex. 1016) 

§ 102 64, 65, 67, 69, 72–76, 

80, 82, and 83 

US 5,269,809 (“Hayhurst”) (Ex. 1003) § 102 64, 65, 67, 69, 72–76, 

80, 82, and 83 
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References Basis Claims challenged 

US 5,306,301 (“Graf”) (Ex. 1004) § 102 64, 65, 67, 69, 70, 72, 

74–76, 80, 82, and 83 

US 5,769,894 (“Ferragamo”) (Ex. 1005) § 102 64, 65, 67, 69, 70, 72–

76, 80, 82, and 83 

W. Seitz, Repair of Tibiofibular 

Syndesmosis with a Flexible Implant, 

JOURNAL OF ORTHOPEDIC TRAUMA, Vol. 

5, No. 1, 78–82 (1991), (“Seitz”) (Ex. 

1007) and Graf 

§ 103 64, 65, 67, 69, 70, 72–

76, 80, 82, and 83 

Graf and Hayhurst § 103 76, 80, 82, and 83 

Ferragamo and German Patent 

9002844.9 (“Giers”) (Ex. 1017) 

§ 103 73 

Graf and Giers  § 103 73 

Hayhurst and Seitz § 103 70 

Perrin and Seitz § 103 70 

For the reasons described below, we institute an inter partes review of 

claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 based on the anticipation 

and obviousness challenges specified below. 

B. Related Proceedings 

Arthrex identifies, as a related proceeding, the co-pending litigation in 

the United States District Court for the Middle District of Florida captioned 

Bonutti Skeletal Innovations LLC v. Arthrex, Inc., Case Number 6:13-cv-

00620-ACC-TBS.  Pet. 1.  Arthrex also identifies Arthrex, Inc. v. Bonutti 

Skeletal Innovations, LLC, IPR2013-00632 and Arthrex, Inc. v. Bonutti 
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Skeletal Innovations, LLC, IPR2013-00633 relating to U.S. Patent No. 

8,147,514 as being related to this proceeding.  Id. 

C. Arthrex’s Motion to Correct the Petition 

In its Preliminary Response, Bonutti argues that the Petition should be 

dismissed because it fails to meet the requirements of 35 U.S.C. § 312 and 

37 C.F.R. §§ 42.6, 42.104, 42.105, and 42.106.  Prelim. Resp. 3–7.  

Specifically, Bonutti contends that the Petition fails to meet these statutory 

and regulatory requirements because it “did not include copies of two of the 

patents relied upon in support of the Petition,” namely, Perrin and Giers.  Id. 

at 3.  Instead, Arthrex filed English translations of Perrin and Giers, as 

Exhibits 1002 and 1005, respectively, without the original foreign-language 

patents.  Id. at 4.   

Arthrex subsequently moved under 37 C.F.R. § 42.104(c)
1
 to correct 

the Petition by replacing Exhibits 1002 and 1006 with new Exhibits 1016 

and 1017, which include the original foreign-language patents along with 

their translations.  Paper 12, 3.  In support of its motion, Arthrex asserts that 

its failure to include the original foreign-language versions of Perrin and 

Giers “was unintentional and inadvertent.”  Id. at 2.  According to Arthrex, 

the attorney responsible for gathering and uploading the exhibits 

inadvertently failed to combine the original foreign patents with their 

respective translations as a single exhibit, as Arthrex originally intended to 

do.  Id. at 4.  Arthrex contends that Bonutti did not raise the issue before 

                                           
1
  This regulation states:  “A motion may be filed that seeks to correct 

a clerical or typographical mistake in the petition.  The grant of such a 

motion does not change the filing date of the petition.”  37 C.F.R. 

§ 42.104(c). 
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filing its Preliminary Response, and that Bonutti was not prejudiced 

materially by the error.  Id. at 4–5.   

Bonutti opposes Arthrex’s motion to correct the Petition.  According 

to Bonutti, Arthrex failed to comply with the requirement of 35 U.S.C. 

§§ 312(a)(3)(A) and (a)(5) that copies of patents and printed publications 

relied upon in a petition be included with the petition.  Paper 13, 1.  Bonutti 

argues that we lack authority to apply 37 C.F.R. § 42.104(c) to excuse a 

failure to comply with a statutory requirement.  Id. at 1–3.  Bonutti further 

argues that Arthrex’s motion does not establish credibly that its failure to 

provide the original patent documents was a clerical error that is correctable 

under 37 C.F.R. § 42.104(c).  Id. at 3–5.  Bonutti contends that the 

declarations supporting Arthrex’s assertion that the error was inadvertent 

and unintended “provide no factual information, cite no documentary 

support other than the Petition, and amount to simply a bald assertion of 

inadvertence.”  Id. at 4–5. 

We grant Arthrex’s motion to correct the Petition.  We find credible 

the sworn testimony of Arthrex’s counsel that its filing of English-language 

translations of the two foreign patent documents, unaccompanied by the 

original documents, was inadvertent and unintended.  We have considered 

Bonutti’s arguments to the contrary and find them unpersuasive.  Bonutti’s 

argument that granting Arthrex’s motion constitutes waiver of a statutory 

requirement is based on circular reasoning.  This argument rests upon the 

proposition that it attempts to prove:  that Arthrex’s error was not a clerical 

error, but rather a wholesale failure to comply with the statute.  On the other 

hand, if we deem it to be a clerical error, then Arthrex complied with 35 

U.S.C. § 312(a)(5) but for that error.  In that regard, we previously have 
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deemed similar errors to be clerical in nature and have permitted their 

correction under 37 C.F.R. § 42.104(c).  See ABB, Inc. v. ROY-G-BIV Corp., 

IPR2013-00063, Paper 21 at 7 (Jan. 16, 2013) (permitting petitioner to 

correct error of uploading the wrong exhibits with petition); Syntoleum 

Corp. v. Neste Oil Oyj, IPR2013-00178, Paper 21 at 5 (Jul. 22, 2013) 

(permitting petitioner to correct error of uploading incorrect exhibit with 

petition).  Consequently, we conclude that Arthrex’s error is clerical in 

nature and subject to correction under 37 C.F.R. § 42.104(c).
2
 

D. The ’986 Patent 

The ’986 patent describes a “method and apparatus for securing 

sections of a fractured bone and/or securing body tissue to bone.”  Ex. 1001, 

col. 1, ll. 5–6.  Figure 2, reproduced below, is a partial cross section view 

illustrating an apparatus suitable for performing the claimed method of 

positioning body tissue relative to bone.  Id. at col. 1, ll. 49–52. 

                                           
2
 Bonutti has not alleged, much less shown, that it was prejudiced by 

Arthrex’s failure to accompany the references’ translations with the foreign-

language originals.  Indeed, Arthrex provided Bonutti with all of the 

information that it needed to respond to the Petition:  (1) the contents of the 

references, in English; (2) the original drawings; and (3) the patent numbers, 

which Bonutti could have used to obtain the publicly available foreign-

language originals. 
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Figure 2 is a partial cross section view that illustrates two bone 

fragments being secured together with two anchors connected 

by a suture that interconnects the anchors and passes through a 

channel in the bone fragments. 

Bone 20 has two sections 22, 24 and passage 40 extending through sections 

22, 24.  Id., col. 2, ll. 28–56; fig. 2.  Suture assembly 32 includes flexible 

suture 38, which extends through passage 40 and presses anchors 50, 52 

against opposite sides of bone 20 via tension in suture 38.  Id. 

A second embodiment of suture assembly 32 is illustrated in Figure 3, 

which is reproduced below.  Id. at col. 1, ll. 53–56. 
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Figure 3 is a partial cross section view illustrating a second 

embodiment of the suture assembly used to secure two portions 

of bone to each other including an anchor abutting one side of 

the secured bone fragments and a suture retainer abutting the 

other side of the bone. 

Claims 64 and 76 are the independent claims among the challenged 

claims and illustrative of the claimed subject matter.  Both claims are 

directed to a “method of positioning body tissue” relative to bone, and they 

recite: 

64.  A method of positioning body tissue relative to a 

bone, said method comprising the steps of moving a first anchor 

connected with a suture through a passage extending between 

opposite sides of a bone, tensioning the suture to transmit force 
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from the suture to the first anchor with the first anchor on a first 

side of the bone, connecting a second anchor with the suture, 

and transmitting force from the second anchor to the body 

tissue to press the body tissue against a second side of the bone 

under the influence of force transmitted from the first anchor 

through the suture to the second anchor. 

Ex. 1001, col. 25, ll. 51–61. 

76.  A method of positioning body tissue relative to bone, 

said method comprising the steps of moving an anchor 

connected with a suture through a passage extending between 

opposite sides of a bone, tensioning the suture to transmit force 

from the suture to the anchor with the anchor on a first side of 

the bone, gripping the suture with a suture retainer, and 

transmitting force from the suture retainer to the body tissue to 

press the body tissue against a second side of the bone under 

the influence of force transmitted from the anchor through the 

suture to the suture retainer. 

Ex. 1001, col. 26, ll. 52–61. 

E. Claim Interpretation 

As a step in our analysis for determining whether to institute a trial, 

we interpret the claims.  Consistent with the statute and the legislative 

history of the AIA, we analyze patentability using the broadest reasonable 

interpretation of the claims.  See Office Patent Trial Practice Guide, 77 Fed. 

Reg. 48,756, 48,766 (Aug. 14, 2012); 37 CFR § 42.100(b).   

Arthrex proposes specific interpretations for “body tissue,” “anchor,” 

“suture,” “connecting,” “predetermined force,” “gripping,” and “suture 

retainer.”  Pet. 9–11.  Bonutti does not interpret expressly any of these terms 

(see generally Prelim. Resp.).  We will address each claim term identified by 

Arthrex in turn. 
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1. Body Tissue 

Arthrex contends that we should interpret “body tissue” as “soft or 

hard body tissue,” i.e., including bone.  Pet. 10.  Arthrex proffers expert 

testimony from Dr. Steve E. Jordan, M.D., explaining how the proposed 

interpretation is supported by the Specification.  Ex. 1011, ¶¶ 26 and 27.  

According to Dr. Jordan, the Specification distinguishes between “body 

tissue” and “fibrous body tissue” in a way that suggests that “body tissue” 

should encompass more than fibrous body tissue.  Id. ¶ 27.  Thus, we adopt 

Arthrex’s proposed construction for purposes of this decision. 

2. Anchor 

All challenged claims recite the term “anchor.”  Ex. 1001, col. 25, 

l. 51 – col. 28, l. 12.  Arthrex contends that we should interpret anchor as a 

“device for securing another article.”  Pet. 10.  While the Specification does 

not define “anchor” expressly, it uses the term consistently with Arthrex’s 

proposed construction.  See Ex. 1001, col. 2, ll. 56–64 (suture anchors 

pressed against opposite sides of a broken bond to hold bone fragments 

“firmly together”).  Arthrex’s proposed construction is also consistent with 

one definition of “to anchor,” which is to “fix firmly.”  THE OXFORD DESK 

DICTIONARY AND THESAURUS, AMERICAN EDITION 26 (1997) (“OXFORD 

DESK DICTIONARY”).  We, therefore, adopt Arthrex’s proposed construction 

for purposes of this decision. 

3. Suture 

Arthrex contends that we should interpret “suture” as a “flexible 

construct for approximating one article relative to another.”  Pet. 10.  This 

proposed construction, to the extent we understand it, seems unreasonably 

broad, particularly given that a “suture” is well known in the medical context 
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to mean a “thread or wire” used for “joining of the edges of a wound or 

incision by stitching.”  OXFORD DESK DICTIONARY at 808.  Because we do 

not find it necessary or helpful to substitute this well-understood definition 

for one couched almost entirely in vagaries such as “construct,” 

“approximating,” “article,” and “relative,” we adopt the dictionary definition 

as the proper construction of “suture” for purposes of this decision. 

4. Connecting 

Challenged claims 64, 65, 67, 69, 70, and 72–75 recite “connecting.”  

Arthrex contends that we should interpret “connecting” as “linking.”  

Pet. 10.  Similar to our analysis of “suture” above, we do not believe the 

proposed construct clarifies the term itself or that an explicit claim 

construction is necessary at this stage of the proceeding. 

5. Predetermined Force 

Challenged claims 67 and 82 recite “predetermined force.”  Arthrex 

contends that we should interpret “predetermined force” as meaning “an 

amount of force necessary to approximate one article relative to another 

article.”  Pet. 11.  In context, claim 67 recites “determining when a 

predetermined force has been transmitted from the first anchor through the 

suture.”  Claim 64 recites “tensioning the suture to transmit force from the 

suture to the first anchor with the first anchor on a first side of the bone.”  

Thus, it is apparent that this “predetermined force” refers to the force 

transmitted from the first anchor to the first side of the bone.   

The Specification describes this force as resulting from the tension 

applied to limbs 72 and 74 of suture 58 as follows: 

When the knot 78 is formed, a predetermined tension is 

present in the limbs 72 and 74 of the suture 38.  This results in 

the suture anchors 50 and 52 being pressed firmly against the 
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bone 20 with a predetermined force.  This predetermined force 

is maintained during and after tying of the knot 78.   

When the bone suture assembly 32 is to be used to treat 

the fracture 26 in the bone 20, the two sections 22 and 24 of the 

bone are pressed together at the fracture 26 to align the side 

surfaces 28 and 30 of the fracture. 

Ex. 1001, col. 4, ll. 7–14.   

We determine that the “predetermined force” of claim 67 refers to the 

force exerted by the first anchor against the first side of the bone.  We 

further determine that the characterization of this force as being 

“predetermined” plainly refers to a level of force that is known or selected 

before the method is practiced.  Although the Specification never specifies a 

numeric value for this predetermined force, it describes the predetermined 

level of force as one that presses complementary portions of bone “together 

at the fracture 26 to align the side surfaces 28 and 30 of the fracture.”  Id. at 

col. 4, ll. 13–14.  The phrase “predetermined force” is used similarly in 

connection with repairing a bone fragment and tensioning fibrous tissue that 

is connected to the bone fragment as follows:   

As tension is applied to the limbs 72e and 74e of the 

suture 38e, the bone fragment 154 is pulled toward the right (as 

viewed in FIG. 8) to move the side surface 28e on the bone 

fragment into alignment with the side surface 30e on the main 

bone 20e.  As this occurs, the fibrous body tissue 158 is 

stretched or tensioned.  While a predetermined force is 

transmitted through the limbs 72e and 74e to the suture anchor 

50e and the bone fragment 154 to firmly press the bone 

fragment against the main bone 20e, a knot 78e is tied to 

interconnect the limbs 72e and 74e.  While the predetermined 

tension is maintained and the knot 78e tied, the second anchor 

52e is firmly pressed against the side surface of the main bone 

20e. 

Id. at col. 13, ll. 34–46. 
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We, therefore, determine that “predetermined force” refers to a level 

of force that is known or selected before performing the recited method and 

that is sufficient to accomplish the intended repositioning and repair of body 

tissue. 

6. Gripping 

Challenged claims 76, 80, 82, and 83 recite “gripping the suture with 

the suture retainer.”  Arthrex contends that we should interpret “gripping” as 

“holding.”  Pet. 11.  We do not substitute “holding” for “gripping” as 

Arthrex suggests because doing so at this stage of the proceeding adds no 

clarity beyond the plain meaning of “gripping.” 

7. Suture Retainer 

Challenged claims 76, 80, 82, and 83 recite a “suture retainer.”  

Arthrex contends that we should interpret “suture retainer” to mean “a 

device configured to retain suture.”  Pet. 11.  As with “gripping” above, we 

see no reason to limit “suture retainer” as suggested by Arthrex, and we, 

therefore, decline to do so at this stage of the proceeding. 

II. ANALYSIS 

A. Anticipation 

Arthrex contends that Perrin, Hayhurst, Graf, and Ferragamo each 

anticipate a wide variety of the challenged claims.  Bonutti does not respond 

substantively to any of Arthrex’s evidence of anticipation.  “A claim is 

anticipated only if each and every element as set forth in the claim is found, 

either expressly or inherently described, in a single prior art reference.”  

Verdegaal Bros. v. Union Oil Co. of Cal., 814 F.2d 628, 631 (Fed. Cir. 

1987).  With this standard in mind, we address each alleged anticipation 

challenge below. 
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1. Perrin and Claims 64, 65, 67, 69, 72–76, 80, 82, and 83 

Arthrex contends that Perrin anticipates claims 64, 65, 67, 69, 72–76, 

80, 82, and 83 of the ’986 patent.  Pet. 11–19.  Perrin describes an improved 

artificial ligament design for connecting bones and stabilizing joints.  Ex. 

1016, pg. 1 of translation.  Figures 4A–4C, reproduced below, illustrate 

Perrin’s invention: 

 
Figures 4A, 4B, and 4C are diagrammatic top views illustrating 

various successive phases of implementation of the artificial 

ligament during a surgical operation. 

Figures 4A–4C show that Perrin’s improved artificial ligament 

comprises a cord of synthetic fibers having at one end stop head 12 and at 

the opposite end several mooring components 13.  Stop head 12 has a 

substantially cylindrical shape and a length that is much larger than its cross-

sectional diameter.  Id. at 2–3; figs. 4A–4C.  The entire ligament is placed in 

tube 15 for implantation, with the ligament extending over the length of the 

tube and stop head 12 folded down against the cord.  Id., fig. 4A.  Figures 
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4A–4C depict the manner in which the artificial ligament is used to connect 

the first and second metacarpals of a foot
3
 to treat hallux valgus (a bunion).  

Aligned holes 23 and 24, which have a diameter essentially that of tube 15, 

are drilled through the median zone 21 of first metacarpal bone 18 and 

second metacarpal bone 19.  Id. at 4; fig. 4A.  Tube 15, along with the 

artificial ligament, is run successively through holes 23 and 24 and then 

withdrawn, leaving the artificial ligament in place.  Stop head 12 then is 

placed crosswise in contact with second metacarpal 19 to secure the 

ligament to it.  Id. at 4, figs. 4B, 4C.  Finally, retaining pin 25 is run through 

ring-shaped mooring component 13 to secure the artificial ligament to first 

metacarpal 18 on the side opposite second metacarpal 19, thus ensuring that 

the two metacarpal bones are maintained close together.  Id. at 5; fig. 4C.   

In support of its assertion that Perrin anticipates claims 64, 65, 67, 69, 

72–76, 80, 82, and 83, Arthrex sets forth the foregoing teachings of Perrin, 

provides a detailed claim chart explaining how each claim limitation is 

disclosed in Perrin, and provides the expert testimony of Steve E. Jordan, 

M.D.  Pet. 11–19; Ex. 1011, ¶¶ 47–63.  For example, with respect to 

independent claim 64, Arthrex contends that Perrin’s use of stop head 12, 

retaining pin 25, and elongated body 11 correspond, respectively, with the 

claimed use of the “first anchor,” “second anchor,” and “suture.”  Pet. 13.  

For independent claim 76, Arthrex identifies Perrin’s retaining pin 25 as the 

“suture retainer.”  Id. at 17.  Upon review of Arthrex’s analysis and the 

evidence of record, we determine that Arthrex has demonstrated that there is 

                                           
3
  The relevant bones in the foot are more commonly referred to as 

metatarsal bones.  See http://www.merriam-

webster.com/dictionary/metatarsal (last viewed Feb. 22, 2014).  However, 

we will use the term “metacarpal” to conform to Perrin’s terminology.   
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a reasonable likelihood that it would prevail in showing that Perrin 

anticipates claims 64, 65, 67, 69, 72–76, 80, 82, and 83.   

2. Hayhurst and Claims 64, 65, 67, 69, 72–76, 80, 82, and 83 

Arthrex contends that Hayhurst anticipates claims 64, 65, 67, 69, 72–

76, 80, 82, and 83.  Pet. 19–26.  Arthrex bases its contentions upon the 

description of the use of Hayhurst’s suture anchor 10 as illustrated in Figures 

6 and 7, which are reproduced below. 

 

Hayhurst’s Figure 6 illustrates suture anchor 10 with locking 

suture member 52.  Figure 7 illustrates Hayhurst’s device as it 

may be used to assist in holding a bone fragment in position for 

reattachment to the bone from which it fragmented. 

Arthrex provides a detailed claim chart explaining how Hayhurst 

describes each limitation set forth in claims 64, 65, 67, 69, 72–76, 80, 82, 

and 83.  Pet. 20–26.  Arthrex also provides expert testimony from Dr. Jordan 
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in support of its challenges to independent claims 64 and 76.  Ex. 1011, 

¶¶ 64–72.  For example, Arthrex contends that the claimed use of Hayhurst’s 

anchor 10, washer 52, and suture 20 correspond, respectively, with the 

claimed use of the “first anchor,” “second anchor,” and “suture.”  Pet. 19–

21.  For independent claim 76, Arthrex contends that the claimed use of 

Hayhurst’s anchor 10, washer 52, and suture 20 correspond, respectively, 

with the claimed use of the “anchor,” “suture retainer,” and “suture.”  

Pet. 24–25.  Upon review of Arthrex’s analysis and the evidence of record, 

we determine that Arthrex has demonstrated that there is a reasonable 

likelihood that it would prevail in showing that Hayhurst anticipates claims 

64, 65, 67, 69, 72–76, 80, 82, and 83.   

3. Graf and Claims 64, 65, 67, 69, 70, 72, 74–76, 80, 82, and 83 

Arthrex asserts that Graf anticipates claims 64, 65, 67, 69, 70, 72, 74–

76, 80, 82, and 83.  Pet. 26–34.  Graf describes a device and method for 

securing tissue within a patient, for example, a system and method for 

attaching an anterior cruciate ligament (ACL) graft in the knee.  Ex. 1004, 

col. 1, ll. 2–15.  Figures 10, 11, and 13, reproduced below, illustrate Graf’s 

system and method: 
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Graf’s Figures 10, 11, and 13 schematically illustrate the 

system and method of attaching a graft in the knee joint of a 

patient. 

Figures 10, 11, and 13 show that Graf’s system comprises graft 

attachment device 82 attached to patellar tendon graft 84 by sutures 88, 90.  

Ex. 1004, col. 4, l. 67 – col. 5, l. 2.  Lead suture 92 and trailing suture 94 are 

threaded through filament carrying holes 94, 96 in graft attachment device 

82, and then threaded through slot 54 in passing pin 50.  Id. at col. 5, ll. 18–

21.  Passing pin 50 is inserted through pre-drilled channels in the tibia and 

femur and then through the quadriceps and skin, pulling lead suture 92 and 

trailing suture 94 through the tibial and femoral channels until they emerge 

through the skin.  Id. at col. 5, ll. 22–25.  Lead suture 92 then is pulled until 

graft attachment device 82 emerges from femoral passage 72, at which point 

trailing suture 94 is pulled while graft 84 is pulled at the opposite end to seat 

device 82 on the femoral cortex.  Id. at col. 5, ll. 26–40.  Finally, “[t]he tibial 

end of the graft is thereafter secured conventionally.”  Id. at col. 5, ll. 41–42.   
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Independent claim 64 and its dependent claims 65, 67, 69, 70, 72, 74, 

and 75 require “transmitting force from the second anchor to the body tissue 

to press the body tissue against a second side of the bone.”  Ex. 1001, 

col. 25, ll. 57–59.  Independent claim 76 and its dependent claims 80, 82, 

and 83 require “transmitting force from the suture retainer to the body tissue 

to press the body tissue against a second side of the bone.”  Id. at col. 26, 

ll. 58–60.  Arthrex asserts that Graf inherently discloses these limitations.  

Pet. 27–28 (claim 64), 32–33 (claim 76).  First, Arthrex relies upon Graf as 

“disclos[ing] that the suture (sutures 88 and 90 and graft 84) is secured 

conventionally on the tibial side with a second anchor.”  Pet. 27 (citing 

Ex. 1004, col. 5, ll. 36–42).  Second, Arthrex contends that Figure 4 of Giers 

“illustrates a conventional manner of securing the tibial end of the graft 

utilizing a button secured against an outer surface of the tibia.”  Id. at 27–28 

(citing Ex. 1011 ¶¶ 74–77).  Arthrex then concludes that Graf’s reference to 

“conventional” techniques for securing the suture inherently teaches the 

recited step of “transmitting force” from the second anchor or suture retainer 

to the second side of the bone.  Id. at 28.   

We disagree.  “Under the principles of inherency, if the prior art 

necessarily functions in accordance with, or includes, the claimed 

limitations, it anticipates.”  In re Cruciferous Sprout Litig., 301 F.3d 1343, 

1349 (Fed. Cir. 2002) (citations and internal quotation marks omitted).  

“Inherency, however, may not be established by probabilities or 

possibilities.  The mere fact that a certain thing may result from a given set 

of circumstances is not sufficient.”  In re Robertson, 169 F.3d 743, 745 (Fed. 

Cir. 1999) (citations and internal quotation marks omitted).  Here, Arthrex 

seems to be arguing that Graf’s reference to securing the tibial end of the 
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graft “conventionally” inherently refers to Gier’s manner of doing so.  It 

may be possible that Gier’s conventional manner of securing the tibial end 

of the graft satisfies the requirement to transmit force through a second 

anchor or suture retainer to the bone.  Gier’s securing method may also have 

been used in conjunction with Graf’s implantation method.  However, 

Arthrex does not allege that Gier’s procedure is the only possible manner of 

securing the tibial end of the graft.  See, e.g., Ex. 1011, ¶ 76 (Dr. Jordan 

testifying that Gier’s figure 4 teaches a conventional manner of securing 

tibial end of graft).  Based on the evidence presented by Arthrex in its 

Petition, we cannot conclude that the step of transmitting force from the 

second anchor (or suture retainer) is an inherent feature of Graf’s method.  

Accordingly, we determine that Arthrex has not demonstrated that there is a 

reasonable likelihood that it would prevail in showing that Graf anticipates 

any of the challenged claims. 

4. Ferragamo and Claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 

83 

Arthrex contends that Ferragamo anticipates claims 64, 65, 67, 69, 70, 

72–76, 80, 82, and 83.  Pet. 34–41.  Arthrex bases its contentions upon the 

description of the use of Ferragamo’s graft 10 to repair an ACL as shown in 

Figure 1, which is reproduced below. 
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Ferragamo’s Figure 1 illustrates a knee joint into which a 

patellar tendon graft is implanted to repair an ACL. 

Arthrex provides a detailed claim chart explaining how Ferragamo 

describes each limitation of claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83.  

Pet. 35–41.  Arthrex also provides expert testimony from Dr. Jordan in 

support of its challenge to claim 73.  Ex. 1011, ¶ 84–86.  Arthrex contends 

that Ferragamo discloses uses of graft fixation member 26, fixation screw 

30, and the combination of tissue graft 10 with sutures 24 and 28, 

respectively, as the claimed uses of the “first anchor,” “second anchor,” and 

“suture” recited in independent claim 64.  Pet. 35–36.  For independent 

claim 76, Arthrex identifies Ferragamo’s uses of graft fixation member 26, 

fixation screw 30, and the combination of tissue graft 10 with sutures 24 and 

28 as the claimed uses of the “anchor,” “suture retainer,” and “suture” 

recited in independent claim 64.  Pet. 39.  Upon review of Arthrex’s analysis 

and the evidence of record, we determine that Arthrex has demonstrated that 
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there is a reasonable likelihood that it would prevail in showing that 

Ferragamo anticipates claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83.   

B. Obviousness 

Arthrex contends that selections of all challenged claims are obvious 

in light of five different pairs of the prior art references.  Bonutti does not 

respond substantively to any of Arthrex’s evidence of obviousness. 

1. Seitz and Graf Compared to Claims 64, 65, 67, 69, 70, 72–76, 

80, 82, and 83 

Arthrex contends that claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 

are unpatentable under 35 U.S.C. § 103 over the combination of Seitz and 

Graf.  Pet. 42–52.  Seitz teaches a technique for the flexible repair of ankle 

fractures.  Ex. 1007 at 78.  Figure 2 of Seitz (rotated to fit the page) 

illustrates this technique and is reproduced below: 

 

Seitz’s Figure 2 illustrates a pair of anchors attached by a suture 

and positioned against opposing sides of bone and to hold a 

fractured bone in place to facilitate healing of the fracture. 

As shown in Figure 2 of Seitz, a hole is drilled through the tibia and 

fibula of the lower leg, and “[a] double-thickness of No. 5 braided polyester 

suture” is passed through the bones.  Ex. 1007 at 80; fig. 2.  The suture then 

is tightened and tied over polyethylene pullout buttons on opposite sides of 

the tibia and fibula.  Id. 
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Arthrex contends that Seitz discloses all limitations of the challenged 

claims except that it fails explicitly to disclose: (1) moving an “anchor 

connected with a suture though a passage extending between opposite sides 

of a bone” as recited in all challenged claims (Pet. 45, 50); and (2) moving a 

“first anchor connected with a suture through a passage extending between 

opposite sides of a bone . . . with the first anchor in a first orientation” as 

recited in claims 65 and 80 (Pet. 46, 51).  For these missing limitations 

Arthrex turns to Graf.  In particular, Arthrex asserts that Graf’s “elongated 

member 12 (sic, 82)” corresponds to a first anchor narrow enough to fit in 

the channel because that is how Graf describes its use.  Pet. 43 (citing 

Ex. 1004, col. 5, ll. 28–32); see also Pet. 45, 46, 50, 51 (citing Ex. 1004, 

col. 5, ll. 28–32).   

Arthrex contends that modifying Seitz’s first anchor to be narrow 

enough to fit in a channel, as Graf teaches, amounts to “combining prior art 

elements according to known methods to yield predictable results.”  Pet. 43.  

Arthrex also argues that it would have been obvious to an ordinarily skilled 

artisan to modify Seitz’s first anchor in this manner “in order to further 

simplify [Seitz’s] technique and reduce trauma to the patient.”  Pet. 44.  The 

testimony of Arthrex’s expert, Dr. Jordan, supports this contention.  

Ex. 1011 ¶¶ 109–117.  In view of Arthrex’s analysis and the evidence of 

record, we determine that Arthrex has demonstrated that there is a 

reasonable likelihood that it would prevail in showing that the combination 

of Seitz and Graf renders claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 

unpatentable under 35 U.S.C. § 103. 
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2. Graf and Hayhurst Compared with Claims 76, 80, 82, and 83 

Arthrex contends that claims 76, 80, 82, and 83 are unpatentable 

under 35 U.S.C. § 103 over the combination of Graf and Hayhurst.  Pet. 53–

56.  For reasons expressed in part II.A.3 above, we have determined that 

Graf does not describe expressly the use of a suture retainer as recited in 

independent claim 76 and its dependent claims 80, 82, and 83.  However, we 

also have determined that Arthrex is likely to prevail in establishing that 

Hayhurst anticipates claims 76, 80, 82, and 83 and thus describes the use of 

the claimed suture retainer as Hayhurst’s locking washer 52.  See part II.A.2 

above.  Arthrex contends that an ordinarily skilled artisan would have been 

motivated to use Hayhurst’s locking washer 52 to grip Graf’s suture more 

firmly to transmit the needed force to the suture to seat the anchor against 

the bone.  Pet. 53 (citing Ex. 1011, ¶¶ 88–94).  In view of Arthrex’s analysis 

and the evidence of record, we determine that Arthrex has demonstrated that 

there is a reasonable likelihood that it would prevail in showing that the 

combination of Graf and Hayhurst renders claims 76, 80, 82, and 83 

unpatentable under 35 U.S.C. § 103. 

3. Ferragamo and Giers Compared with Claim 73 

Arthrex contends that claim 73 is unpatentable under 35 U.S.C. § 103 

over the combination of Ferragamo and Giers.  Pet. 56–57.  Claim 73 

depends from claim 64.  For reasons expressed above, we have determined 

that Arthrex is reasonably likely to prevail in establishing that Ferragamo 

anticipates claim 73.  See part II.A.4 above.  Nonetheless, Arthrex contends 

that, if it were found that Ferragamo fails to describe that “the suture has 

first and second sections which extend from the first anchor to the second 

anchor,” then Giers teaches this limitation.  Pet. 57.  Arthrex further 
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contends that an ordinarily skilled artisan would be motivated to modify 

Ferragamo to include the claimed first and second sections of the suture “to 

simplify the surgical procedure and allow knot fixation for each button.”  

Pet. 56 (citing Ex. 1011, ¶¶ 96–99).  Arthrex also contends that the 

modification would be a simple substitution to use two sections extending 

from the first button to the second button with predictable results.  Pet. 57.  

In view of Arthrex’s analysis and the evidence of record, we determine that 

Arthrex has demonstrated that there is a reasonable likelihood that it would 

prevail in showing that the combination of Ferragamo and Giers renders 

claim 73 unpatentable under 35 U.S.C. § 103. 

4. Graf and Giers Compared with Claim 73 

Arthrex contends that claim 73 is unpatentable under 35 U.S.C. § 103 

over the combination of Graf and Giers.  Pet. 57–59.  For the reasons 

expressed above, we have determined that Graf fails to describe the second 

anchor of independent claim 64 and the suture retainer of independent claim 

76.  See Part II.A.3 above.  Arthrex proffers no evidence that Giers teaches 

either limitation.  Pet. 57–59.  We, therefore, determine that Arthrex fails to 

present evidence that is reasonably likely to establish that the combination of 

Graf and Giers renders claim 73 unpatentable under 35 U.S.C. § 103.  For 

this reason, we deny Arthrex’s petition as it relates to the challenge to the 

patentability of claim 73 as obvious over Graf and Giers. 

5. Hayhurst and Seitz Compared with Claim 70 

Arthrex contends that claim 70 is unpatentable under 35 U.S.C. § 103 

over the combination of Hayhurst and Seitz.  Pet. 59.  Claim 70 depends 

from claim 69, which depends from claim 64, and recites “said step of 

securing the suture relative to the second anchor includes tying a knot in the 
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suture.”  Arthrex admits that Hayhurst fails to describe tying a knot as 

recited in claim 70.  Id. at 59.  Nonetheless, Arthrex contends that Seitz 

teaches this limitation.  Id.  Arthrex further contends that an ordinarily 

skilled artisan would be motivated to “tie a knot in the suture 20 in order to 

provide more length options to retain the washer 52 and to vary tension on 

the suture.”  Pet. 59 (citing Ex. 1011, ¶¶ 101–103).  In view of Arthrex’s 

analysis and the evidence of record, we determine that Arthrex has 

demonstrated that there is a reasonable likelihood that it would prevail in 

showing that the combination of Hayhurst and Seitz renders claim 70 

unpatentable under 35 U.S.C. § 103. 

6. Perrin and Seitz Compared with Claim 70 

Arthrex contends that claim 70 is unpatentable under 35 U.S.C. § 103 

over the combination of Perrin and Seitz.  Pet. 59–60.  Arthrex admits that 

Perrin fails to describe tying a knot as recited in claim 70.  Nonetheless, 

Arthrex contends that Seitz teaches this limitation.  Id.  Arthrex further 

contends that an ordinarily skilled artisan would be motivated to “tie a knot 

in the suture 20 in order to provide more length options to retain the washer 

52 and to vary tension on the suture.”  Pet. 59 (citing Ex. 1011, ¶¶ 105–107).  

Arthrex’s statement appears to refer to Hayhurst’s suture 20 and washer 52 

because neither Perrin nor Seitz describe suture 20 or washer 52.  We, 

therefore, determine that Arthrex fails to present evidence that is reasonably 

likely to establish that the combination of Perrin and Seitz renders claim 70 

unpatentable under 35 U.S.C. § 103.  For this reason, we deny Arthrex’s 

petition as it relates to the challenge to the patentability of claim 70 as 

obvious over Perrin and Seitz. 
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III. CONCLUSION 

For the foregoing reasons, we determine that the information 

presented in the Petition establishes that there is a reasonable likelihood that 

Arthrex would prevail in showing the unpatentability of claims 64, 65, 67, 

69, 70, 72–76, 80, 82, and 83 of the ’986 patent.  At this stage of the 

proceeding, we have not made a final determination as to the patentability of 

any challenged claim.   

IV. ORDER 

For the reasons given, it is: 

ORDERED that the Petition is granted and an inter partes review is 

instituted for claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 of the ’986 

patent on the following grounds of unpatentability: 

A. Claims 64, 65, 67, 69, 72–76, 80, 82, and 83 as anticipated by 

Perrin; 

B. Claims 64, 65, 67, 69, 72–76, 80, 82, and 83 as anticipated by 

Hayhurst; 

C. Claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 as anticipated by 

Ferragamo; 

D. Claims 64, 65, 67, 69, 70, 72–76, 80, 82, and 83 as obvious over 

the combination of Seitz and Graf; 

E. Claims 76, 80, 82, and 83 as obvious over the combination of Graf 

and Hayhurst; 

F. Claim 70 as obvious over the combination of Hayhurst and Seitz; 

and 

G. Claim 73 as obvious over the combination of Ferragamo and Giers. 

FURTHER ORDERED that no other grounds of unpatentability 

alleged in the Petition are authorized for this inter partes review. 

FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter 

partes review of the ʼ986 patent is instituted commencing on the entry date 
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of this Order, and pursuant to 35 U.S.C. § 314(c) and 37 C.F.R. § 42.4, 

notice is given of the institution of a trial. 

FURTHER ORDERED that an initial conference call with the Board 

is scheduled for 2:00 PM Eastern Time on April 1, 2014.  The parties are 

directed to the Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 

48,765–66 (Aug. 14, 2012) for guidance in preparing for the initial 

conference call and should be prepared to discuss any proposed changes to 

the Scheduling Order entered with this Decision and any motions the parties 

anticipate filing during the trial. 
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