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I. INTRODUCTION 

Wright Medical Technology, Inc. (“Petitioner”) filed a Petition to 

institute an inter partes review of claims 1–4, 9, 11, 12, 18, 21–25, 28, 30, 

31, 33, 34, 39–44, 47, 48, 54–57, 60, 62, 63, 65, 66, and 71–74 of U.S. 

Patent No. 6,955,677 B2 (“the ’677 patent”).  Paper 3 (“Pet.”).1  The 

University of North Carolina at Chapel Hill (“Patent Owner”) timely filed a 

Preliminary Response.  Paper 8 (“Prelim. Resp.”).  We have jurisdiction 

under 35 U.S.C. § 314.   

For the reasons provided below, we determine Petitioner has satisfied 

the threshold requirement set forth in 35 U.S.C. § 314(a).  Because 

Petitioner has established a reasonable likelihood that it would prevail in 

showing the unpatentability of claims 1–4, 9, 18, 21–25, 28, 30, 31, 39–42, 

54–57, 60, 62, 63, 71, and 72 of the ’677 patent, we institute an inter partes 

review of these claims.  Petitioner, however, has not established a reasonable 

likelihood that it would prevail in showing the unpatentability of claims 11, 

12, 33, 34, 43, 44, 47, 48, 65, 66, 73, and 74.  Therefore, we deny the 

Petition regarding the challenges to these claims. 

                                           
1 In the 50-page Petition, Petitioner cites to a 48-page claim chart filed as 
Exhibit 1017.  See, e.g., Pet. 16.  Because a claim chart submitted as part of 
a petition counts toward the page limit (Office Patent Trial Practice Guide, 
77 Fed. Reg. 48,756, 48,764 (Aug. 14, 2012)), the combination of the 
Petition and Exhibit 1017 exceeds the 60-page limit set forth in 37 C.F.R. 
§ 42.24(a)(1)(i).  Petitioner did not move to waive the page limit.  See 
37 C.F.R. § 42.24(a)(2).  As a result, we exclude Exhibit 1017 in its entirety 
from our consideration in rendering this Decision. 
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A. Related Matters 

Patent Owner lists AngleFix Tech, LLC as a real party in interest.  

Paper 6, 2.  AngleFix, the exclusive licensee of the ’677 patent, previously 

sued Petitioner for infringing the patent in AngleFix Tech, LLC v. Wright 

Medical Technology, Inc., No. 2:13‐cv‐02407 (W.D. Tenn. filed June 11, 

2013).  Paper 2.  Petitioner certifies, and Patent Owner does not dispute, that 

Petitioner has standing to seek this inter partes review.  Pet. 1–2; Prelim. 

Resp. 3. 

The ’677 patent was also the subject of IPR2014-00112.  Paper 6, 2.  

In that proceeding, Smith & Nephew, Inc. petitioned for an inter partes 

review to examine the patentability of numerous claims of the ’677 patent.  

See Smith & Nephew, Inc. v. The University of North Carolina at Chapel 

Hill, Case IPR2014-00112 (PTAB July 8, 2014) (Paper 15).  The Board 

instituted a trial on, among others, the following grounds: 

Claims 21–27, 30, 31, 33, 34, 39–44, 54–59, 62, 63, 65, 66, and 
71–74, unpatentable under 35 U.S.C. § 102(b) or § 103(a) as 
anticipated by or obvious over Wolter ’117;2 

Claims 1–3, 5–9, 11, 12, 21–25, 30, 31, 33, 34, 39–44, 47, 48, 
54–57, 62, 63, 65, 66, and 71–74, unpatentable under 35 U.S.C. 
§ 102(b) or § 103(a) as anticipated by or obvious over Wolter 
’889.3 

                                           
2 Wolter, DE 43 43 117 A1 (“Wolter ’117”).  In the present proceeding, 
Petitioner presents Wolter ’117 as Exhibit 1009 and its English translation as 
Exhibit 1010. 
3 Wolter, DE 198 58 889 A1 (“Wolter ’889”).  In the present proceeding, 
Petitioner presents Wolter ’889 as Exhibit 1007 and its English translation as 
Exhibit 1008. 
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Id. at 25 (footnotes added).  Subsequently, the parties to IPR2014-00112 

settled their dispute and the Board terminated that proceeding.  Smith & 

Nephew, Case IPR2014-00112 (PTAB July 8, 2014) (Paper 21). 

B. The ’677 Patent 

The ’677 patent discloses a fastening apparatus, including a fastener 

and a fastener receiving member, which enables the fastener to be affixed to 

the fastener receiving member at a variable insertion angle.  Ex. 1001, 

Abstract.  Specifically, the fastening apparatus is a bone screw/plate system 

used in an orthopedic surgery.  Id. at 1:8–11. 

Systems with threaded-head screws and threaded-aperture bone plates 

were known in the prior art.  Id. at 1:21–35.  Those systems, according to the 

’677 patent, have the disadvantage of being unidirectional, that is, “the head 

of a conventional threaded-head screw can only be rigidly affixed to the 

plate by mating its thread with that of the aperture, such that the bone screw 

is always inserted and threaded in one direction.”  Id. at 1:49–59.  A goal of 

the ’677 patent, therefore, is “to provide a screw/plate system that allows the 

surgeon to choose the angle at which the screw is inserted through, and 

rigidly affixed in, an aperture of the plate.”  Id. at 1:60–63.  Figure 3, 

reproduced below, depicts an embodiment of the claimed invention: 
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Figure 3 shows fastener 10 affixed in aperture A of fastener receiving 

member 60, and anchored to bone material B, at angle IA between fastener 

axis FA and aperture axis AA.  Id. at 4:22–26; 7:7–14.  According to the 

Specification, unlike in a conventional system, where an aperture is threaded 

for mating with the thread of a screw head, “aperture[] A of fastener 

receiving member 60 do[es] not contain a permanent helical thread structure 

of fixed orientation.”  Id. at 6:63–7:1.  “Instead, a tappable contact region, 

generally designated 85, is disposed on each inside surface 81 of fastener 

receiving member 60.”  Id. at 7:1–3.  The ’677 patent discloses that the 

tappable contact region can be formed as a matrix of protrusions and 

interstices between protrusions, or as a matrix or mesh of fiber metal.  Id. at 

7:20–23; 8:46–49. 

Independent claim 1 and its dependent claims 2–4, 9, 11, 12, and 18, 

as well as independent claim 47 and its dependent claim 48, are directed to a 

surgical plate adapted for fixation with a bone screw.  Independent claim 21 

and its dependent claims 22–25, 28, 30, 31, 33, and 34, as well as 

independent claim 54 and its dependent claims 55–57, 60, 62, 63, 65, and 

66, are directed to a fastening apparatus adapted for multi-angular insertion.  

Independent claim 39 and its dependent claims 40–44, as well as 

independent claim 71 and its dependent claims 72–74, are directed to a 

method for affixing a fastener to a fastener receiving member at a desired 

orientation.  

A common limitation among all challenged claims is a “tappable 

contact region.”  Specifically, claim 1 and its dependent claims recite “a 

non-rotatable, non-threaded tappable contact region;” claims 21, 39, and 

their dependent claims recite “a non-rotatable tappable contact region;” 
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claim 47 and its dependent claim recite “a non-threaded tappable contact 

region;” and claims 54, 71, and their dependent claims recite “a tappable 

contact region.” 

Claim 47 additionally requires, among other limitations, that “the 

tappable contact region comprises a plurality of protrusions extending 

generally radially inwardly from the inside surface and a plurality of 

interstices between the protrusions.”  Claims 11, 12, 33, 34, 43, 44, 48, 65, 

66, 73, and 74 also require this limitation. 

Claim 1 reads: 

1. A surgical plate adapted for fixation with a bone screw, 
comprising first and second opposing major surfaces, an inside 
surface extending between the first and second major surfaces 
and defining an aperture generally coaxially disposed about an 
aperture axis, and a non-rotatable, non-threaded tappable 
contact region disposed on the inside surface of the aperture, 
the tappable contact region having an inside diameter large 
enough to permit a bone screw to pass therethrough at a 
variable insertion angle defined between the longitudinal axis of 
the bone screw and the aperture axis, and the tappable contact 
region is formed so as to allow for being tapped by an external 
thread of the bone screw to rigidly affix the bone screw to the 
tappable contact region at a selected one of a plurality of 
different insertion angles that can be selectively formed 
between the axis of the bone screw and the aperture axis. 

C. The Asserted Grounds of Unpatentability 

Petitioner asserts that all challenged claims are unpatentable under 

35 U.S.C. § 103 over Universal4 in view of the knowledge of a person of 

                                           
4 Wolter et al., Universal Internal Titanium Fixation Device: Developmental 
History, Principle, Mechanics, Implant Design and Surgical Use, TRAUMA 
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ordinary skill.  Universal was published in 1999, more than one year before 

the earliest priority date of the ’677 patent and thus, qualifies as prior art 

under 35 U.S.C. § 102(b). 

 

II. DISCUSSION 

A. Claim Construction 

In an inter partes review, the Board interprets a claim term in an 

unexpired patent according to its broadest reasonable construction in light of 

the specification of the patent in which it appears.  37 C.F.R. § 42.100(b).  

Under that standard, we assign claim terms their ordinary and customary 

meaning, as understood by a person of ordinary skill in the art, in the context 

of the entire patent disclosure.  In re Translogic Tech., Inc., 504 F.3d 1249, 

1257 (Fed. Cir. 2007). 

Petitioner asks us to construe the following terms: “tappable contact 

region,” “protrusions,” and “substantially cylindrical vertical profile” and 

“substantially frusto-conical vertical profile.”  Pet. 11–15.  Patent Owner 

does not present any explicit claim construction but discusses three claim 

limitations in the Preliminary Response: “a tappable contact region,” “non-

threaded,” and “a plurality of protrusions extending generally radially 

inwardly from the inside surface and a plurality of interstices between the 

protrusions.”  Prelim. Resp. 8–11. 

                                                                                                                              

AND OCCUPATIONAL DISORDERS 1:307–19 (1999) (Ex. 1006, certified 
English translation Ex. 1005) (“Universal”). 
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1. Tappable Contact Region 

Each challenged claim requires a fastener receiving member, e.g., a 

bone plate, with a “tappable contact region.”  Petitioner proposes that a 

“tappable contact region” is “an untapped contact region that is capable of 

being modified to form an internal screw thread by means of a tap.”  Pet. 13.  

Patent Owner argues that the term denotes “a feature on the inner surface of 

the hole which provides for a region which can be deformed or deflected by 

the entry of the head of a screw to retain the screw head at a desired angle.”  

Prelim. Resp. 9.  According to Patent Owner, “[t]here is nothing permanent 

nor ‘cut’ about the tappable contact region.”  Id. at 8.  We agree with 

Petitioner. 

The Specification discloses that before inserting the fastener, the 

aperture of the fastener receiving member does not contain a permanent 

internal thread structure for mating with the thread of the head of a fastener.  

Ex. 1001, 2:19–21; 6:63–7:1.  In other words, a tappable contact region is 

untapped, that is, not pre-tapped.  See id. at 3:57–60.  The contact region, 

however, is adapted to be tapped by the thread of the fastener head in 

response to forceful insertion and rotation of the head section.  Id. at 2:50–

53; 7:4–7.  The ’677 patent discloses tapping the fastener into the receiving 

member by threading the thread of the head section of the fastener into the 

tappable contact region of the receiving member.  Id. at 3:35–39.  According 

to the Specification, upon interfacing with the thread of the fastener head, 

the tappable contact region forms, “in effect, a custom internal thread” 

sufficient to maintain the fastener at a selected insertion angle.  Id. at 7:8–12 

(emphasis added). 
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Patent Owner does not appear to dispute that a custom internal thread 

is formed in the tappable contact region.  Prelim. Resp. 9.  It, however, 

emphasizes that the thread “need[s] only be sufficient ‘to maintain the 

fastener at an arbitrary orientation,’” and is not permanent.  Id.  We are not 

persuaded.  The ’677 patent discloses that driving of the threaded head of the 

fastener through the aperture of the receiving member “in effect forms a 

custom internal thread in [the] contact region [] that is complimentary to the 

orientation and structure” of the thread of the fastener head.  Ex. 1001, 10:4–

8.  This is so even though the protrusions of the tappable contact region 

“may or may not deform or otherwise move.”  Id. at 9:60–63. 

Therefore, we adopt Petitioner’s proposed construction that a 

“tappable contact region” is “an untapped contact region that is capable of 

being modified to form an internal screw thread by means of a tap.” 

2. Protrusions  

Claims 11, 12, 33, 34, 43, 44, 47, 48, 65, 66, 73, and 74 require that 

the tappable contact region comprises “a plurality of protrusions extending 

generally radially inwardly from the inside surface and a plurality of 

interstices between the protrusions.”  Petitioner argues that “the proper 

construction of “protrusion” is “any protruding form not forming a thread.”  

Pet. 15.  Patent Owner counters that the ’677 patent “specifically teaches 

that radial grooves must be cut axially in order to be protrusions.”  Prelim. 

Resp. 10.  According to Patent Owner, “a continuous lip (ridge) is by 

definition not a protrusion” and two lips do not constitute a plurality of 

protrusions.  Id. at 11.  Instead, “the ridges or grooves need to be sufficiently 

cut to be discretized so as to be protrusions.”  Id.  Patent Owner’s argument 

is more persuasive. 
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As disclosed in the ’677 patent, the tappable property of a contact 

region is realized by structuring the contact region as a matrix of protrusions 

and interstices between protrusions.  Ex. 1001, 7:20–23.  Protrusions are 

based on the inside surface of the aperture of a fastener receiving member 

and extend generally radially inwardly into the open space of the aperture.  

Id. at 7:24–26.  The ’677 patent does not limit the density of the protrusions 

over the area of the inside surface, the size of any individual protrusion, or 

the cross-section profile of each protrusion, as long as the matrix of the 

protrusions and the interstices on the inside surface renders the contact 

region tappable.  Id. at 7:38–66. 

Petitioner argues that the portion of the Specification disclosing that 

the protrusions can be in “any protruding form” supports its proposed claim 

construction.  Id. at 7:23–24.  The examples listed immediately after this 

seemingly all-encompassing statement, however, include only pegs, bristles, 

and tines (id. at 7:24), all of which suggests a continuous lip does not 

constitute a protrusion.  In addition, the Specification explicitly excludes 

continuous ridges or grooves as protrusions.  Indeed, the Specification 

discloses forming protrusions by “cutting transversely through the ridges to 

discretize the ridges into protrusions.”  Id. at 7:54–56.  Therefore, we agree 

with Patent Owner that even though the form of a protrusion is expansive, it 

does not include either a thread or a continuous lip or ridge.  This 

determination as to the scope of “protrusion” is sufficient for purposes of 

this Decision, and we need not further address the term at this time. 

3. Substantially Cylindrical/Frusto-conical Vertical Profile 

Claim 4 recites that the “the tappable contact region has a 

substantially cylindrical vertical profile,” and claims 28 and 60 recite that 
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“the head section has a substantially frusto-conical vertical profile.”  

Petitioner requests that we construe these terms as “having the same 

appearance as a cross-sectional view of a cylinder taken along the 

longitudinal (vertical) axis of the cylinder,” and “having the same 

appearance as a cross-sectional view of a frustum of a cone taken along the 

longitudinal (vertical) axis of the frustum,” respectively.  Pet. 15. 

Petitioner argues that these terms do not have an ordinary meaning to 

a skilled artisan because a profile describes a two-dimensional view while a 

cylinder or a frustum of a cone is a three-dimensional object.  Id.  But, as 

Petitioner recognizes, the Specification uses the terms “vertical” and 

“profile” when describing the cross-sectional view of objects.  Id. (citing Ex. 

1001, 4:23–29, 5:1–3, 8:4–11).  Thus, these terms, when read in the context 

of the Specification, denote that the vertical cross-sectional view of the 

object described (i.e., the tappable contact region or the head section) has the 

same shape as the vertical cross-sectional view of a cylinder or a frustum of 

a cone. 

4. Non-threaded 

Patent Owner appears to construe the term “non-threaded.”  Prelim. 

Resp. 10.  Patent Owner, however, provides neither evidence nor argument 

on this issue.  Petitioner, in a footnote, quotes the construction of the term in 

IPR2014-00112.  Pet. 20 n.2.  We do not see how the construction of this 

term is material to the parties’ dispute and thus, decline to construe the term 

for purposes of this Decision. 
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17–18 (citing Ex. 1005, Abstract, Figs. 9, 10, 13–16, 18–21).  The figures 

also show, according to Petitioner, that each bone plate has opposed first and 

second major surfaces and at least an aperture defined by an inside surface 

that extends between the two major surfaces, as required by claim 1.  Id. at 

18–19 (citing Ex. 1005, Figs. 13–21). 

Petitioner argues that, as taught in Universal, the inside surface of the 

aperture has a tappable contact region.  Id. at 19.  According to Petitioner, 

even though Universal describes forming threads in the contact region of the 

prototypes, it clarifies that the thread forming process is not required.  Id. at 

20 (citing Ex. 1005, 313).  When a thread is not formed, Petitioner 

concludes, the contact region is non-threaded.  Id.  In further support, 

Petitioner also points to Universal where it recognizes that “[i]n order to 

ensure free selectability, only either the screw head or the plate hole can 

have a preformed thread.”  Id. (citing Ex. 1005, 311).  As Universal teaches 

the screw head bearing the thread (Ex. 1005, 311), Petitioner asserts that a 

skilled artisan would have understood Universal as providing the non-

threaded contact region, as recited in claim 1.  Pet. 20. 

Petitioner also contends that because the material that defines the 

aperture is continuous with the rest of the bone plate material, the tappable 

contact region is non-rotatable, as required by claim 1.  Id. at 20–21.  

Additionally, referring to Universal’s requirement of “freely determinable 

screw directions,” Petitioner argues that one skilled in the art would have 

understood that the aperture taught in Universal must have a diameter large 

enough to allow bone screws to pass through at various angles, as required 

by claim 1.  Id. at 21 (citing Ex. 1005, 310). 
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Further, Petitioner refers to Universal for teaching “making the screw 

head from a harder material and having it bearing a thread, while the plate 

hole is made from a softer material” and does not have a preformed thread.  

Pet. 22 (citing Ex. 1005, 311).  When the thread bearing screw head enters 

the plate hole, it reshapes the hole by “forcing a thread [to] form in the hole 

wall.”  Id. (citing Ex. 1005, 311).  This process, according to Petitioner, 

allows the tappable contact region to be tapped by the thread of the bone 

screw to rigidly fix the bone screw to the tappable contact region, as 

required by claim 1.  Id. (citing Ex. 1005, 313). 

Pointing to Universal where several sentences use the term “weld,” 

Patent Owner argues that Universal teaches welding, not tapping.  Prelim. 

Resp. 4–5; see also id. at 14 (contending that Universal teaches not making a 

tappable contact region, but forming a single continuous lip and welding the 

screw to the plate).  According to Patent Owner, “[w]elding and tapping are 

two distinct mechanical interactions” and thus, Universal “has little to no 

relevance to the claimed ‘677 invention.”  Id. at 6.  On this record, we are 

not persuaded.   

In an obviousness inquiry, we do not require a prior art reference to 

adopt the same terminology as used in the challenged patent.  Instead, we 

examine the teachings of the reference.  As explained above, Universal 

describes a process in which a thread-bearing bone screw enters a plate hole 

with no preformed thread, “forcing a thread [to] form in the hole wall.”  Ex. 

1005, 311.  Similarly, the ’677 patent discloses that inserting a fastener with 

a threaded head leads the tappable contact region to form “in effect, a 

custom internal thread.”  Ex. 1001, 7:8–12.  Although Universal 

characterizes its process as “welding” rather than “tapping,” that does not 
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negate the reference’s teaching value in connection with the actual technique 

described.  On this record, we agree with Petitioner that the process 

described in Universal, regardless of how it is labeled, is the same as tapping 

disclosed in the ’677 patent. 

Patent Owner asserts that Petitioner “selectively quotes” from the 

reference in attempt to show that Universal teaches a non-threaded tappable 

contact region.  Prelim. Resp. 14.  According to Patent Owner, Universal 

“abandoned any attempt to tap a screw into a hole” and instead adopted a 

single continuous lip in the center of the hole.  Id.  Based on our review of 

the present record, we disagree. 

As Patent Owner recognizes, Universal explicitly states that “when 

the implant has a lesser thickness,” the process of forming a thread in the 

plate hole is not required.  Ex. 1005, 313 (emphasis added).  Universal then 

teaches an optimization of the fixator system by “equipping the wall of the 

hole with lips or raised areas.”  Id.; see also id. at 314 (“The plate hole [in 

figure 12] has a lip in its center.  It is therefore to introduce the threaded 

screw head into the plate hole immediately without using a thread forcer.”).  

Universal’s exemplification of an additional, or alternative, approach does 

not mean it abandons, or even disfavors, other methods.  Indeed, Universal 

explains that having lips on the wall of the hole makes it possible “to 

introduce thread bearing screw heads into thicker plates without the interim 

step of thread forming,” while tapping a thread bearing screw into a non-

threaded hole aims to implant plates with a lesser thickness.  Id. at 313, 314.  

On this record, Patent Owner has not presented sufficient evidence or 

persuasive argument to show otherwise. 
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Patent Owner also alleges that Petitioner improperly cites to 

Wolter ’117 (Ex. 1010) as a proxy for what was known in the art.  Prelim. 

Resp. 12.  We need not resolve the issue as we do not rely on the teachings 

of Wolter ’117 in rendering this Decision. 

Based on the foregoing, we conclude that Petitioner has established a 

reasonable likelihood it would prevail in showing that claim 1 would have 

been obvious over Universal.  Accordingly, we institute inter partes review 

of claim 1. 

2. Independent Claim 47 

Petitioner also argues that Universal renders claim 47 obvious.  Pet. 

17–24.  With one exception, all of the limitations of claim 47 are similar to 

those of claim 1.  Claim 47, however, further recites that “the tappable 

contact region comprises a plurality of protrusions extending generally 

radially inwardly from the inside surface and a plurality of interstices 

between the protrusions.” 

According to Petitioner, Universal teaches a plurality of protrusions in 

the form of “lips or raised areas which were formed in various thicknesses.”  

Pet. 23 (citing Ex. 1005, 313).  Petitioner also points to Universal where 

Figure 12 shows a cross-sectional view of a plate hole having a single lip in 

its center.  Id.  Citing the declaration of its technical witness, Dr. Sayed 

Nassar, Petitioner asserts that “increasing the number of protrusions and 

interstices was well within the skill of a POSA.”  Id. (citing Ex. 1002 ¶ 53).  

As an example, Petitioner points to Figure 2 of Wolter ’889 as illustrating 

numerous examples of bone plates including multiple lips or raised areas.  

Id. (citing Ex. 1008). 
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Patent Owner challenges the propriety of using Wolter ’889 in the 

obviousness analysis.  Prelim. Resp. 16.  Patent Owner points out that 

Petitioner asserts a single-reference obviousness ground based on Universal 

only.  Id.  According to Patent Owner, it is improper for Petitioner to use 

Wolter ’889 “as a proxy for ‘known in the art.’”  Id.  Patent Owner also 

alleges that Wolter ’889 is deficient as a reference, cannot be combined with 

Universal, and does not qualify as “known in the art.”  Id. at 16–17.  We do 

not need to resolve these issues because, even considering Wolter ’889, we 

agree with Patent Owner that Petitioner has not addressed sufficiently the “a 

plurality of protrusions” and “a plurality of interstices between the 

protrusions” requirements of claim 47. 

Figure 12 of Universal shows a single continuous lip.  Ex. 1005, 313, 

314.  Assuming, without deciding, that Wolter ’889 qualifies as “known in 

the art,” it illustrates two continuous projections, each in the form of a 

circular ring.  See Ex. 1008, Fig. 2.  Petitioner does not point to any other 

evidence to show “lips and raised areas” taught in Universal existed in any 

form other than continuous ridges.  As explained in the claim construction 

section, the ’677 patent explicitly excludes continuous ridges as protrusions.  

See supra Section II.A.2; see also Ex. 1001, 7:54–56 (disclosing forming 

protrusions by “cutting transversely through the ridges to discretize the 

ridges into protrusions”).  Therefore, we are not persuaded that Universal, 

together with the knowledge of a skilled artisan, teaches or suggests the 

tappable contact region having “a plurality of protrusions” and “a plurality 

of interstices between the protrusions.” 
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In sum, Petitioner has not established a reasonable likelihood it would 

prevail in showing that claim 47 would have been obvious over Universal.   

Accordingly, we deny inter partes review of claim 47. 

3. Independent Claims 21 and 54 

Petitioner contends that Universal renders claims 21 and 54 obvious.  

Pet. 24–30.  The preambles of claims 21 and 54 recite “[a] fastening 

apparatus adapted for multi-angular insertion.”  Petitioner points out that 

Universal’s fixator system must have “freely determinable screw direction” 

as one of the prerequisites.  Id. at 24–25 (citing Ex. 1005, 310).  Dr. Nassar 

testifies that, in Universal, the angular stability of the fixator system 

“permits various screw positions” and thus, provides for multi-angular 

insertion.  Ex. 1002 ¶ 56 (citing Ex. 1005, 307). 

Patent Owner counters that the ’677 patent “allows for a screw to be 

removed and inserted at a different ang[le], resulting in different 

deformation of deflection, thus ‘multi-angular’ insertion.”  Prelim. Resp. 18.  

In contrast, Patent Owner asserts that Universal “allows only singular angle 

insertion.”  Id.  At this stage of the proceeding, however, Patent Owner has 

not yet cited any evidence to support either point.  On the present record, we 

find unpersuasive Patent Owner’s argument.  Instead, we find Petitioner’s 

argument that the teachings of Universal satisfy the preambles of claims 21 

and 54 persuasive, as those arguments are consistent with what is disclosed 

in the reference.   

Petitioner points to Universal for teachings or suggestions of 

limitation (a) of claims 21 and 54, and we are persuaded by the showing as 

to this additional limitation.  See Pet. 25–26.  We also are persuaded that 
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Petitioner has made a sufficient showing regarding the other limitations of 

claims 21 and 54, which are similar to those of claim 1.  See Pet. 26–30. 

In sum, we conclude that Petitioner has established a reasonable 

likelihood it would prevail in showing that claims 21 and 54 would have 

been obvious over Universal.  Accordingly, we institute inter partes review 

of claims 21 and 54. 

4. Independent Claims 39 and 71 

Petitioner contends that Universal renders claims 39 and 71 obvious.  

Pet. 30–38.  The preambles of claims 39 and 71 recite “[a] method for 

affixing a fastener to a fastener receiving member at a desired orientation.”  

Petitioner points to Universal where it teaches using the fixation device in 

the thigh region for performing minimally invasive surgery.  Id. at 30 (citing 

Ex. 1005, 315).  According to Petitioner, Universal teaches a fastener in the 

form of a bone screw, and a fastener receiving member in the form of a bone 

plate.  Id. at 30–31 (citing Ex. 1005, Figs. 9a, 10b, 12–21).  Because the 

Universal fixator system allows for ‘freely determinable screw direction,” 

Petitioner argues that Universal teaches the requirement of the preambles of 

claims 39 and 71.  Id. (citing Ex. 1005, 310). 

Claim 71 further recites the step of “placing one of the major surfaces 

of the receiving member against bone material, and inserting the elongate 

section of the fastener into the bone material by threading the elongate 

section into the bone material.”  Petitioner cites Universal for teaching that 

“in order to avoid fatigue fractures of the screw neck . . . the plate must be 

pressed against the bone during implantation.”  Pet. 38 (citing Ex. 1005, 

311).  Petitioner also contends that Figures 22a–23b in Universal are x-ray 

images of the fixation systems after implantation and show the elongate 
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section of the bone screw has been threaded into bone material.  We find 

Petitioner’s argument persuasive. 

Other limitations of claims 39 and 71 overlap with those of claims 1, 

21, and 54.  We are persuaded by Petitioner’s showing as to these additional 

limitations.  See id. at 31–37.   

In sum, we conclude that Petitioner has established a reasonable 

likelihood it would prevail in showing that claims 39 and 71 would have 

been obvious over Universal.  Accordingly, we institute inter partes review 

of claims 39 and 71. 

5. Dependent Claims 

Petitioner asserts that Universal renders dependent claims 2–4, 9, 11, 

12, 18, 22–25, 28, 30, 31, 33, 34, 40–44, 48, 55–57, 60, 62, 63, 65, 66, and 

72–74 obvious.  Pet. 39–50. 

Claims 11, 12, 33, 34, 43, 44, 48, 65, 66, 73, and 74 recite that “the 

tappable contact region comprises a plurality of protrusions extending 

generally radially inwardly from the inside surface and a plurality of 

interstices between the protrusions.”  As explained above in discussing 

claim 47, we are not persuaded that Universal, together with the knowledge 

of a skilled artisan, teaches or suggests this limitation.  See supra Section 

II.C.2.  Petitioner has not established a reasonable likelihood it would 

prevail in showing that claims 11, 12, 33, 34, 43, 44, 48, 65, 66, 73, and 74 

would have been obvious over Universal.  Accordingly, we deny inter partes 

review of these claims. 

We are persuaded that Universal teaches the additional limitations 

recited in dependent claims 2–4, 9, 18, 22–25, 28, 30, 31, 40–42, 55–57, 60, 

62, 63, and 72, as set forth by Petitioner.  See Pet. 39–48.  Petitioner has 
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established a reasonable likelihood it would prevail in showing these claims 

would have been obvious over Universal.  Accordingly, we institute inter 

partes review of these claims. 

 

III. CONCLUSION 

For the foregoing reasons, the information presented in the Petition 

establishes a reasonable likelihood that Petitioner would prevail in showing 

the unpatentability of claims 1–4, 9, 18, 21–25, 28, 30, 31, 39–42, 54–57, 

60, 62, 63, 71, and 72 of the ’677 patent.  The Petition, however, does not 

establish a reasonable likelihood that the Petitioner would prevail in showing 

the unpatentability of claims 11, 12, 33, 34, 43, 44, 47, 48, 65, 66, 73, and 

74.   

The Board has not made a final determination on the patentability of 

any challenged claim. 

 

IV. ORDER 

Accordingly, it is 

ORDERED that pursuant to 35 U.S.C. § 314, an inter partes review is 

hereby instituted as to whether claims 1–4, 9, 18, 21–25, 28, 30, 31, 39–42, 

54–57, 60, 62, 63, 71, and 72 of the ’677 patent are unpatentable under 

35 U.S.C. § 103 as obvious over Universal; 

FURTHER ORDERED that no ground other than those specifically 

identified above is authorized for the inter partes review; and 

FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter 

partes review of the ’677 patent is hereby instituted commencing on the 
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entry date of this Order, and pursuant to 35 U.S.C. § 314(c) and 37 C.F.R. 

§ 42.4, notice is hereby given of the institution of a trial. 
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